The opinion in support of the decision being entered today
(1) was not written for publication in a |law journal and
(2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL
This is an appeal pursuant to 35 U . S.C. §8 134 fromthe
final rejection of clains 1-20.
Representative clains 1, 8 and 14 are reproduced bel ow
1. A busi ness form conpri sing:
a first , paper, sheet having a first face with
indicia thereon, and a second face with a first

press-ure sensitive adhesive system

a second sheet substantially the sane size and
shape as said first sheet, and having a first face,

1



Appeal No. 1997-0853
Application No. 08/308,076

and a second face with a second pressure sensitive
adhesi ve system

said first and second adhesive systens being
constructed so that said second faces of said first
and second sheets when placed in face-to-face
engagenment with each other will separate from each
ot her, provid-ing adhesive on each of said second
faces after they separate;

said second faces in aligned engagenent with
each other; and wherein said second sheet is water-
i nperne-abl e plastic, and said second sheet and said
second adhesive system are substantially
transparent, and said second adhesive systemw ||
adhere to said first face of said first sheet if
applied thereto, to protect it.

8. A busi ness form conpri sing:

a first , unsegnented paper, sheet having a
first face with indicia thereon, and a second face
with a first pressure sensitive adhesive system

a second, paper, sheet substantially the sane
si ze and shape as said first sheet, and having a
first face and a second face with a second pressure
sensitive adhesive system

said first and second adhesive systens being
constructed so that said second faces of said first
and second sheets when placed in face-to-face
engagenent with each other will separate from each
ot her, providing adhesive on each of said second
faces after they separate;

said second faces in aligned engagenent with
each other; and wherein said second sheet first face
has indicia thereon, and further includes a
plurality of Iines of weakness separating said
second sheet into a plurality of individual |abels,
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1990

each label with indicia thereon.

14. A nmulti-ply business form conprising:

a first, paper, sheet having a first face with
i ndicia thereon, and a second face with a first
pressure sensitive adhesive system and wherein said
first sheet first face has a carbonl ess coating
t her eon;

a second sheet substantially the sane size and
shape as said first sheet, and having a first face,
and a second face with a second pressure sensitive
adhesi ve system

said first and second adhesive systens being
constructed so that said second faces of said first
and second sheets when placed in face-to-face
engagenment with each other will separate from each
ot her, providing adhesive on each of said second
faces after they separate;

said second faces in aligned engagenent with
each other; and a third sheet having a first face
with indicia thereon, and a second face with a
carbonl ess coating thereon cooperating with said
first sheet carbonless coating and overlying and
engaging said first sheet first face carbonl ess
coati ng.

The references of record relied upon by the exam ner are:

McEl r oy 3,312, 005 Apr. 04, 1967
Ver meul en 4,932,684 Jun. 12,
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Kobayashi EP 0 512 153 Nov. 11
1992

(Eur opean Patent Application)

Appeal ed clainms 1-7 stand rejected under 35 U . S.C. § 103
as unpat entabl e over MElroy. Appealed clains 1-13 stand
rejected under 35 U.S.C. § 103 as unpatentabl e over Kobayashi .
Appeal ed clains 14-20 stand rejected under 35 U.S.C. § 103 as

unpat ent abl e over Verneul en in view of Kobayashi .

The subject matter on appeal is directed to business
forms. In his specification, appellant explains that there are
many types of “business forns” where | abels are desirable
parts of the forns. Labels are said to be particularly
hel pful to ensure the tracking of packages when used as a

busi ness form by express courier services. However, “[n]any

tinmes the main business forns/l abel applied to the package
bei ng couriered needs protection fromhandling and the
elenments. In order to adequately provide this function, while

still providing securenent of the business form|label to a

package, again at |east parts of the business formare | arger
than is necessary.” See the specification at page 1, lines
14- 19, enphasis added. Appellant’s disclosed inventions are
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said to avoid the above probl ens.

In responding to the examner’s prior art rejections of
the herein appeal ed cl ai ns based on MElroy and Kobayashi,
appel lant indicates that a | abel and a business form “are not
the same thing” (brief, page 11) although |abels may be
associated with business fornms. According to appellant, a
| abel is defined as “the functional portion of a pressure
sensitive construction conprising the face sheet and adhesi ve,

die cut into various

shapes.” See page 8 of the G ossary of Terms, Tag and Labe

Manuf acturers Institute, copyright 1973. On the other hand,
appel l ant indicates that the term “business fornf is “1) any
mat eri al which has been printed or otherw se especially
prepared for the primary purpose of facilitating the entry of
variable witten information by hand or machi ne according to
sone predeterm ned format. Bl ank paper may be incl uded,
especially if it is continuous and has undergone sone
manuf act uri ng operation such as punching or perforating to

facilitate nmanual entries, machine witing, or use after
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witing. 2) Mre specifically, docunent bearing instructions
with repetitive information printed in fixed positions to save
witing and reference tine.” See page 20 of the Business

Fornms d ossary, published by International Paper Conpany,

copyright 1967, 1977.
THE OBVI QUSNESS REJECTI ON BASED ON MCLEROY
Appeal ed clains 1-7 stand rejected under 35 U.S.C. § 103
as obvious over McElroy. Prior to a discussion of the
exam ner’s stated rejection, it should be enphasized that

appeal ed claim 1 defines a business formhaving a first paper

sheet with an associ ated pressure sensitive adhesive system

and a second

substantially transparent water-inperneabl e plastic sheet

associated with a substantially transparent adhesi ve system

that functions to protect the first sheet when applied

thereto. As appellant correctly argues, these clained
features are neither described nor suggested by the
di scl osures in MElroy.

The deficiencies in the examner’s stated rejection based
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on McElroy are readily apparent. Thus, the exam ner contends
that “[t]he selection of the type of sheets (plastic and

wat er - i nper neabl e, paper stock) used and the type of adhesive
(permanent and transparent) woul d depend on the intended use.”
See the answer at page 6. But MEIroy, a reference which
relates to | abels only, contains no disclosure related to
appellant’s “intended use” of a “business forni which includes
a second transparent water-inperneable plastic sheet to
protect a first paper sheet when the second sheet is applied
thereto. W agree with appellant that MElroy does not

establish a prima facie case of obviousness for the subject

matter defined by rejected clains 1-7. The exam ner’s
rejection is not sustained.
THE OBVI QUSNESS REJECTI ON BASED ON KOBAYASHI
Appeal ed clains 1-13 stand rejected under 35 U.S.C. § 103

as obvi ous over Kobayashi. As with MElroy, the Kobayash

publication simlarly fails to establish a prina facie case of

obvi ousness for the subject matter defined by rejected clains
1-13. Although Kobayashi arguably relates to the field of
busi ness fornms (see colum 7, lines 42-45 of Kobayashi which
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describes a “voucher sheet” having bl ank areas which “the user
can freely fill in”), Kobayashi contains no disclosure of a
“busi ness forni which includes a second transparent water-

i nperneabl e plastic sheet to protect a first paper sheet when
the second sheet is applied thereto as required by appeal ed
claim1. Nor does Kobayashi describe or suggest a “business

form having a first unsegnented paper sheet associated with a

second paper sheet having substantially the sanme size and
shape as the first sheet and including a “plurality of lines
of weakness separating said second sheet into a plurality of
i ndi vidual |abels” as required by appeal ed cl aim 8.
Accordingly, the exam ner’s obvi ousness rejection based on
Kobayashi i1s not sustained.

THE OBVI QUSNESS REJECTI ON BASED ON VERMEULEN AND KOBAYASH

Appeal ed clains 14-20 stand rejected under 35 U S.C. 8§

103 as unpatentabl e over the conbi ned teachi ngs of Verneul en

and Kobayashi. W do not sustain this rejection. Again, the

exam ner has failed to articulate precisely how the
di sclosures in these references nay be conbined to arrive at
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the subject matter defined by appeal ed clains 14-20, nuch | ess
why one of ordinary skill in this art would have been | ed or
notivated to nodify the Verneul en business formto provide a
structure neeting the terns of the rejected clains. See the
answer at pages 6 and 7, and conpare the brief at page 14.

The decision of the exam ner is reversed.

REVERSED

JOHN D. SM TH
Adm ni strative Patent Judge
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